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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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2a )□ This action is FINAL. 2b)^ This action is non-final. 
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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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5) n Claim(s) is/are allowed. 

6) |EI Claim(s) 1-19 is/are rejected. 
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Application Papers 
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DETAILED ACTION 



Double Patenting 



1. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent 
the unjustified or improper timewise extension of the "right to exclude" granted by a 
patent and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting 
claims are not identical, but at least one examined application claim is not patentably 
distinct from the reference claim(s) because the examined application claim is either 
anticipated by, or would have been obvious over, the reference claim(s). See, e.g.. In re 
Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 
29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 1 64 USPQ 61 9 (CCPA 1 970); and In re Thorington, 41 8 F.2d 528, 1 63 USPQ 
644 (CCPA 1 969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 
1.321(d) may be used to overcome an actual or provisional rejection based on a 
nonstatutory double patenting ground provided the conflicting application or patent 
either is shown to be commonly owned with this application, or claims an invention 
made as a result of activities undertaken within the scope of a joint research 
agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply 
with 37 CFR 3.73(b). 

2. Claims 1-6, 9-11, 14-17 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-2, 5, and 7-24 
of U.S. Patent No. 7,081,486. Although the conflicting claims are not identical, they 
are not patentably distinct from each other because they appear to comprise 
overlapping subject matter. The primary difference is the instant claimed method 
carries out polymerization of at lease one photopolymerizable precursor that 



Application/Control Number: 10/596,826 



Pages 



Art Unit: 1796 

comprises a photocurable compound having two or more unsaturated bonds, while the 
method of US'486 has a photopolymerization precursor it fails to specify that said 
precursor is a photocurable compound having at least two unsaturated bonds. 
However, US'486 set forth in claims 9-1 1 set forth a bismaleimide compound as the 
photopolymerizable precursor useable in the method. This has two ethylenically 
unsaturated bonds. Therefore it is deemed that any person skilled in the art using 
US'486 would be in possession of the instantly claimed invention. 
3. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or 
described in a printed publication in this or a foreign country, before the 
invention thereof by the applicant for a patent. 



(e) the invention was described in a patent granted on an application for patent 
by another filed in the United States before the invention thereof by the 
applicant for patent, or on an international application by another who has 
fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AlPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) 
prior to the amendment by the AlPA (pre-AlPA 35 U.S.C. 1 02(e)). 

5. Claims 1-6, 9-11, 14-17 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Imai et al (7,081 ,486). 
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The applied reference has a common inventor with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1.132 that any invention disclosed but not claimed 
in the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1.131. 

6. Imai et al sets forth method for producing polymer comprising 
photopolymerization of one or more photopolymerizable polymerization precursors by 
irradiation in a supercritical or subcritical fluid-see abstract. Said polymers formed by 
this method can have "furry protrusion", which is a polymer having one or more 
protrusions, such as brush polymers--see column 5, lines 32-45. Said polymers 
comprising these furry protrusions can be formed on a base material-see column 6, 
lines 32-33. Said fluids can be found in column 6, lines 61 to column 7, line 7. It is 
deemed that claims 4-5 can be found column 24, lines 45 to column 25, line 2. In 
column 9, lines 19-30, Imai et al teaches adding additives to the precursor before 
polymerization. Additionally, Imai et al set forth adding other resins, copolymerizing, 
and changing the precursor during polymerization of the polymer precursors to 
change the resulting polymer formed-see columns 21, lines 64 to column 22, line 2 
and column 27, lines 20-25. Imai et al sets forth polymers having protrusion furry 
whose height is 0.1 times or more as much as the diameter, and is 1 0 nm or more or a 
polymer having furry protrusions whose height is 1 time or more and is 1 microns or 
more, and up to 5 time or more the diameter and is 50 microns or more— see column 
26, lines 45-55.. This is deemed to anticipate the instantly claimed invention. 

7. Applicant cannot rely upon the foreign priority papers to overcome this rejection 
because a translation of said papers has not been made of record in accordance with 
37 CFR 1 .55. See MPEP § 201 .1 5. 

8. Claims 1 -8, 14-15, and 18-19 are rejected under 35 U.S.C. 1 02(a) as being 
anticipated by Imani (7,416,707). 

9. Imai et al sets forth method for producing polymer comprising 
photopolymerization of one or more photopolymerizable polymerization precursors by 
irradiation in a supercritical or subcritical fluid-see abstract. Said polymers formed by 
this method can have "furry protrusion", which is a polymer having one or more 
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protrusions, such as brush polymers. Said polymers comprising these furry 
protrusions can be formed on a base material. Said fluids can be found in column 9, 
lines 60 to column 10, line 5. It is deemed that claims 4-5 can be found though out 
the disclosure and the figures. In column 12, lines 34-61, Imai et al teaches adding 
additives to the precursors before polymerization, such as metal, fillers, and others to 
change the physical properties of the polymer. In the examples, Imai teaches 
polymerization of a polyether bismaleimide ester and an organo-platinum complex in a 
super critical fluid (carbon dioxide) by exposure to irradiation. This is deemed to 
anticipate the instantly claimed invention. 

Claim Rejections - 35 USC § 103 

1 0. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the differences 
between the subject matter sought to be patented and the prior art are such 
that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in 
which the invention was made. 

1 1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

12. Claims 12-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Imai et al (both as cited above). 

13. Imai et al is deemed to anticipate the general conditions of the instant claims; 
however, Imai et al does not specifically teach obtaining a polymer having water- 
repellant function and having the defined contact angle. However, the examiner 
deems that Imai et al sets forth adequately methods of making polymer and that said 
polymers can be tailored by the addition of the types of precursor components and/or 
by the addition of other components and additives. Therefore, it is deemed with the 
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teachings of the reference and the sl<ill level of an ordinary artisan, it is possible for 
any artisan (skilled) to obtain/make any by type of polymer having the desired 
properties by the appropriate choice of monomers and additives. 

Allowable Subject Matter 

14. Claim 20 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

Conclusion 

1 5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sanza L. McClendon whose telephone number is (571) 
272-1074. The examiner can normally be reached on Monday through Friday 7:30- 
4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on (571) 272-1078. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-91 99 (IN USA OR CANADA) or 571 -272-1 000. 

/Sanza L McClendon/ 
Primary Examiner, 
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